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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 20 January 2005 . 
2a)Q This action is FINAL. 2b) 13 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E>3 Claim(s) 1-28 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1-28 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) E3 The specification is objected to by the Examiner. 

10)^3 The drawing(s) filed on 20 January 2005 is/are: a)D accepted or b)E3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3.IEI Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Drawings 

1 . The drawings are objected to under 37 CFR 1 .83(a) because they fail to show the 
conductive member and the connection member (Figs. 5 A and 5B, page 12, lines 17-19) and a 
lead terminal or an extruded terminal (Fig. 5 A and 5B, page 13, line 1, respectively) as described 
in the specification. Any structural detail that is essential for a proper understanding of the 
disclosed invention should be shown in the drawing. MPEP § 608.02(d). Corrected drawing 
sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office Action to avoid 
abandonment of the application. Any amended replacement drawing sheet should include all of 
the figures appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. The figure or figure number of an amended drawing should not be labeled as 
"amended." If a drawing figure is to be canceled, the appropriate figure must be removed from 
the replacement sheet, and where necessary, the remaining figures must be renumbered and 
appropriate changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 
1.121(d). If the changes are not accepted by the Examiner, the Applicant will be notified and 
informed of any required corrective action in the next Office Action. The objection to the 
drawings will not be held in abeyance. 
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Specification 

2. The disclosure is objected to because of the following informalities: On pages 10-12 the 
same parts are designated with different reference characters: conductive members are 
designated with reference characters 21 and 61, and the main bodies with reference characters 
23a, 23b and 63. Appropriate correction is required. 

On page 12 in line 15, the portion of the sentence that reads "and a conductive member 
21 each other will be described" is unclear. It appears that some words may be missing from the 
sentence. Similarly, in line 17, the portion of the sentence that reads "Figs. 5A and 5B are views 
the method of connecting" is unclear for the same reasons as stated herein above. 

3. The use of the trademark Velcro™ (e.g., on pages 4, 6, 10, 12 and 14) has been noted in 
this application. It should be capitalized wherever it appears and be accompanied by the generic 
terminology. 

Although the use of trademarks is permissible in patent applications, the proprietary 
nature of the marks should be respected and every effort made to prevent their use in any 
manner, which might adversely affect their validity as trademarks. 

Claim Objections 

4. Claim 1 1 is objected to because of the following informalities: The phrase "said 
connecting section said the conductive member are connected each other" is not clear. It appears 
that some additional words should be added to phrase to make it clear. Appropriate correction is 
required. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the Applicant regards as his invention. 

6. Claims 14 and 22 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which Applicant regards as 
the invention. 

Claims 14 and 22 contain the trademark/trade name Velcro. Where a trademark or trade 
name is used in a claim as a limitation to identify or describe a particular material or product, the 
claim does not comply with the requirements of 35 U.S.C. 1 12, second paragraph. See Ex parte 
Simpson, 218 USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or 
trade name cannot be used properly to identify any particular material or product. A trademark 
or trade name is used to identify a source of goods, and not the goods themselves. Thus, a 
trademark or trade name does not identify or describe the goods associated with the trademark or 
trade name. In the present case, the trademark/trade name is used to identify/describe a means 
for adjusting a size of a circumference and, accordingly, the identification/description is 
indefinite. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office Action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the Applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the Applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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8. Claims 1-6, 8-24 and 26-28 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Stein, U.S. Patent 5,814,093. 

9. Regarding claims 1-6 and 15-20, Stein discloses a measuring and stimulating device 
(e.g., FIGS. 1-4); a main body (e.g., element 2); at least two conductive members (e.g., elements 
9, 10 and 1 1); a connecting section (e.g. elements LI and L2); and a control unit (elements 19 
and 20 comprise the control circuit means (column 5, lines 16-17); column 7, line 50-column 9, 
line 26 teach ON/OFF thresholds/signals (optimizing parameters) which Examiner interprets as 
the limitation of a test electrical signal). 

10. With respect to claims 8, 14, 21 and 22, Stein discloses cloth (claims 8 and 21) (e.g., 
column 4, lines 26-27) and Velcro (claims 14 and 22) (e.g., element 4). 

11. Regarding claims 9 and 26, Stein discloses a plus or a minus polarity (e.g., elements 25, 
30, 31 and 32, potentiometers). 

12. With respect to claims 10 and 27, it is inherent that the other end of a conductive member 
in Stein is insulated to prevent the leads from. shorting with the metal plate (e.g., element 7) to 
which they are attached. 

13. Regarding claims 1 1 and 28, Stein discloses a connection member (e.g., elements L3- 
L7). 

14. With respect to claims 12, 13, 23 and 24, Stein discloses a plurality of grooves (claims 12 
and 23) (e.g., column 4, lines 54-57, where Webster's Dictionary March 1998 defines a groove 
as a long hollow such as may be formed by cutting and wherein it is the Examiner's position that 
the holes formed in the band of Stein reads on the claimed limitation of grooves) and height of 
conductive member is greater than depth of a groove (e.g., elements 9 and 10). 
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15. Claims 1-6, 9, 1 1-20, 22-24, 26 and 28 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Hurtado, U.S. Patent 6,341,237. 

16. Regarding claims 1-6, 9, 1 1, 15-20, 26 and 28 Hurtado discloses a measuring and 
stimulating device (e.g., FIGS. 1-6, 9 and 13-21; column 10, lines 1-1 1 where it is the 
Examiner's position that the stimulation signal delivered to the electrode meets the claimed 
limitation of the test electrical signal which is adjusted by the individual potentiometers which 
read on the claimed limitation of receiving a measured electrical signal); a main body (e.g., 
elements 24, 124, 326 and 423); at least two conductive members (e.g., elements 22 and 429); a 
connecting section (e.g. elements 36 and 433); and a control unit (e.g., elements 32, 504, 131- 
133, 135, 136, 404 and 428). 

17. With respect to claims 12, 13, 23 and 24, Hurtado discloses a plurality of grooves and 
height of a conductive member is greater than depth of a groove (e.g., Fig. 19, the unhatched 
spaces shown beneath elements 429 represent the grooves). 

18. Regarding claims 14 and 22, Hurtado discloses Velcro (e.g., column 4, lines 1-3). 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office Action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made.- 

20. Claims 7 and 25 are rejected under 35 U.S.C 103(a) as being unpatentable over Stein, 
U.S. Patent 5,814,093 or Hurtado, U.S. Patent 6,341,237. 
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21. Stein discloses the essential features of the claimed invention as described above except 
for conductive material includes at least any one of silicon, rag, cloth and leather having 
electrical conductivity. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to use conductive material that includes at least any one of silicon, 
rag, cloth and leather having electrical conductivity, since it has been held to be within the 
general skill of a worker in the art to select a known material on the basis of its suitability for the 
intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 416. 

22. Additionally, it is well known in the art to use conductive material that includes at least 
any one of silicon, rag, cloth and leather having electrical conductivity to provide comfortable 
electrodes that, during use, are easy to handle and manipulate. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have modified 
the inventions of Stein or Hurtado to use conductive material that includes at least any one of 
silicon, rag, cloth and leather having electrical conductivity to provide comfortable electrodes 
that, during use, are easy to handle and manipulate. 

23. Claims 8 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hurtado, 
U.S. Patent 6,341,237. 

24. Hurtado discloses the essential features of the claimed invention as described above 
except for non-conductive material includes at least any one of silicon, rag, cloth and leather 
having electrical non-conductivity. It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to use non-conductive material that includes at least 
any one of silicon, rag, cloth and leather having electrical non-conductivity, since it has been 
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held to be within the general skill of a worker in the art to select a known material on the basis of 
its suitability for the intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 
416. 

25. Additionally, it is well known in the art to use conductive material that includes at least 
any one of silicon, rag, cloth and leather having electrical non-conductivity to provide 
comfortable electrodes that are easy to handle and manipulate during use. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made to have 
modified the invention of Hurtado to use non-conductive material that includes at least any one 
of silicon, rag, cloth and leather having electrical non-conductivity to provide comfortable 
electrodes that are easy to handle and manipulate during use. 

Conclusion 

26. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Terri L. Smith whose telephone number is (571) 272-7146. The 
Examiner can normally be reached on 7:30 a.m. - 4:30 p.m.. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Angela Sykes can be reached on (571) 272-4955. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 



Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




r 



TLS 

June 5, 2007 . 





